
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
Alexandria, Virginia 22313-1450 



APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. | 

10/684,113 10/10/2003 Vijay R. Mhetar 135546-1 2761 

EXAMINER J 

YOON, TAE H 

ART UNIT | PAPER NUMBER | 

1762 

NOTIFICATION DATE | DELIVERY MODE | 

08/25/2011 ELECTRONIC 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 

following e-mail address(es): 

usptopatentmail@cantorcolbum.com 



23413 7590 08/25/2011 

CANTOR COLBURN LLP 
20 Church Street 
22nd Floor 
Hartford, CT 06103 



PTOL-90A (Rev. 04/07) 




Application/Control Number: 10/684,113 Page 2 

Art Unit: 1762 

Attachment to Advisory Action 

Amendment will be entered in order to resolve an issue with regard to antecedent 
basis for at least independent claims 17 and 32 as well as dependent claim 18. 

However, such entry brings new issue for claim 37 ((the) capping agent lacks 
antecedent basis and two periods at the end of claim) and for claim 39 (typo, 
polysalicylate t). Thus, the examiner points out that said claims 37 and 39 would be 
subjected to 1 12, 2nd PP rejection and such rejection would not be new ground of 
rejection in the examiner’s answer if applicant files an Appeal Brief. 

Rejection is maintained for reason of record with following response. 

Applicant asserts that the capping with 2-4 weight percent of polysalicylate in the 
presence the recited component is more effective than capping in the presence of 
polystyrene, but such assertion lacks probative value for following reasos: 

1 . The instant claims 26 and 29 recite the presence of polystyrene (alkenyl 
aromatic polymer) and thus the asserted effectiveness lacks probative value. Claim 29 
recites about 1 to 80 weight percent based on the total weight of the composition and 
said 80 weight percent would a main/major component. Claims 17 and 32 do not 
exclude the polystyrene either. 

Furthermore, as pointed out in the last office action, White et al (US 4,760,1 18) 
teach capping without polystyrene in table II also. 

2. Applicant failed to provide support for the asserted effectiveness. 
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3. With respect to 2-4 weight percent of polysalicylate, White et al (US 
4,760,1 1 8) teaches about 3-12% at col. 7, lines 25-29 and 2%, 4%, 6% and 7% without 
polystyrene in table II. 

4. A particular capping efficiency (% capping) is not claimed limitation and the 
specification fails to discuss such capping efficiency (% capping). 

5. The examiner does not see any unexpected result, but if there are such 
showing somehow, see following: The applicants have not established that the evidence 
in the applicants’ specification provides a comparison with the closest prior art. See In 
re Baxter Travenol Labs., 952 F.2d 388, 392 (Fed. Cir. 1991): In re Blauwe, 732 F.2d 
at 705, or is commensurate in scope with the claims. Applicants must also explain why 
the showing is commensurate in scope with the claimed subject matter. See In re 
Boesch, 617 F.2d 272, 276 (CCPA 1980). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TAE H. YOON whose telephone number is (571)272- 
1 1 28. The examiner can normally be reached on Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, David Wu can be reached on (571) 272-1 114. The fax phone number for 
the organization where this application or proceeding is assigned is 571 -273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/TAE H YOON/ 

Primary Examiner 
Art Unit 1762 

THY/August 18, 2011 




